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1. Partners/Company formations

1

» Founders of the projects

* He maBaiiTe CIMIIKOM MHOTO MH(pOpMAaIMHU 10 Term
Sheet/NDA/shareholder agreement

" AKKYypaTHO OTHOCHUTEIBHO MOTEHIIMAIBLHBIX HHBECTOPOB U
MapTHEPOB — YKPAAYT (MM «IOCTYIAT KaK UMEIOT IIPABO» )

» Ecnu He moanuceiBaroT NDA — nu3MeHuTe noBeJicHUE, HE
JaBaWTE CIMIIKOM MHOTO MH(pOpPMAIIUU

= Chain of title - iemouka co3manus u BiIagcHUS

/G[?‘EI(/G?.(LS‘ at your services www. legal-counsels.com




1. Partners/Company formations

1

» (hbopMUPYNTE KOMNAHUIO TaM, rae npasa
yBa)aloTcs M 3allMLLaTCA (TaM rae
KIMUEHTbI?):

* J'oTOBa CTPYKTYypa/IOTUCTUKA A )KU3HEAEATeIbHOCTH |P

= Jlaxe ecyy nponyCTUIU - MO0 YMOJTYAHUKO HEKOTOPbIE
IIOJIOKEHUS 3aKOHA BAC «CIacyT»

* Fungible (~ocs3aeMocTh COOCTBEHHOCTH) - 3TO
a0COJIFOTHOE YCJIOBHE POCTA U LICHHOCTH (1ICHBI?)

* TOJMBKO TaK MOYKHO MacIITadMpOBaTh, MPOAaTh U
(uHAHCUPOBATH (MOYKHO MPOAATh — HE 3HAUYUT JIOJIAKEH )
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1. Partners/Company formations

1

» key provision in Shareholder Agreement re IP:

= Sale of company? Sale of IP? Big Licenses? Who decides?
= CEO (duty to company)
= Board (have duties of loyalty and duty of care)
= Shareholders (51%7? 74%? 90%)

= Exclusive license = almost sale

= Acquisition of IP (work for hire or assignment)

= “puy back” upon failure of company?

= Reverse-vesting u options mo |IP (BEITOIHMIIT — TOTYyYHII)

= Non-compete, non-circumvention, confidentiality
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2. IP/Trade secrets

1 2

Trade Secrets:

» OCHOBA = TO, HUTO ApPpyrmne Ha 3HakoT, HO YTO UMEET
KOMMepPYeCKoe 3Ha4YeHNE:
" «NOYTU» NATEHTbI NN N300PETEHNS, CPOK
NaTeHTOBaHUS KOTOPbIX 3aKOHYMICS

= KOAd, MeToabl, CITMCKN KITMEHTOB

" HET perncrtpaunn " HetT I'Iy6J'IW-IHOFO AOCTYyMNa (OTKPbITO
noa NDA — Bce paBHO trade secret

» MoxHo «konnpoBaTtby, «KNOHUTbY», AenaTbk reverse
engineering - HO HemNb3s UCMNOMb30BaTb HE3AaKOHHbIE
METObI MOJSIy4YEHUHA TOProBbIX CEKPETOB (BOPOBATb)
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2. IP/Trade secrets

1 2

MeToab! 3amnThbl ToproBbiX CEKPETOB :
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2. IP - Copyrights

1 2

Copyrights (original — fixed — minimum level of
creativity):
» Copyright registration ©

= Easy to match/prove ownership

= MUCH easier to take down/DMCA /crease & desist letters
= Easier to get damages (statutory - $150K per violation)

= Get back attorney fees

= Can file a law suit in federal court

» copyright not registered
= hard to prove, hard to match, disgruntled employees
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DD

Trademarks
» registration — ®
" Priority - first to use/first to register
= Exclusive use on territory
= Take down with AppStore, GooglePlay
= Easier to get damages, treble damages
= Real threat, can get worldwide (Madrid protocol)
= Get back attorney fees
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2. |IP — Trademark problems

L2

Trademarks (mistakes and failures)

» Late filing — cyber-squatters, competitors file for ®
» Descriptive or generic TM are bad for business and legal rights:
> “Best B2B Cloud Super Backup App” “good CRM”
» Must be:
» fanciful (Alawar, Luxand, Pintrest)
» Arbitrary (BlueTooth, Gaijin, Oxygen)
» Suggestive (InvisbleCRM, Pinxter, WhoHub, 36.6, Nero)
» Best: fanciful w/ suggestive element (Timera, Playrix)

» Read more at: IT Grabli: how to choose the name for your product:
www.facebook.com/femidaUuS
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https://www.facebook.com/femidaUS

2D

» Patents (for inventions):
= Patent whenever you can
= Shield and sword

= Can prevent others from using technology (publishing,
import)

= Damages
* Important in M&A transactions/valuations

. npaKTI/NeCKI/I — A0 OTMEHbI Ballero narteHTa Ha BacC
NMPaKTN4eCKN HEBO3MOXHO NMOoA4aTb B Cyl
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. IP/Patents

DD
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5. IP/Customer info and PI|I

D2 B DR

» Customers/Users
> PRIVACY: true disclosure re use and accounts

= Make sure you actually “own’ the customer

= Be careful with personally identifiable information - Pl
(evolvmg area in law and business)

= Can you “spam”/sell/share/license/use/contact users

= Can you sell the customers with the sale of company?
= EU directives re privacy — BIG problem for all

= Data mining — customer/ social networks do not like it
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6. IP — monetizing
o2 s

» KEEP YOUR IP when you can (do not assign)

» Licensing/Terms of Use/Term so Service, SAAS
(still Licensing), OEM, Rebrand/Co-brand

» White Label/Revenue Share:
» make sure exclusivity = time+market+perfomance
» set duties, KPIs, performance, milestones,
» terminate for non-performance,
» address RISKS not just the “wants” (OK to negotiate!)

»SELL THE WHOLE THING AT ONCE:
» as an asset or as a company/stock sale

/(3{2‘21?/6?.(15‘ at your services www. legal-counsels.com



/eﬁ'zfi'/d.us at your services www. legal-counsels.com



THE ESSENCE OF M&A: V.
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Need your feedback!

email: dd@femida.us
bloqg: facebook.com/femidaUS

skype: ddFemida
ph: 1.703.739.9111

www. legal-counsels.com

/emzb/cz.as at your services



	�“Станет ли конек-горбунок unicorn-ом: создание, защита и продажа IP”��(SECR, October 23, 2015)��
	Хочет ли айтишник стать богатым …?
	Хочет ли русский IT-шник быть богатым?
	Хочет ли русский IT-шник быть богатым?
	1. Partners/Company formations
	1. Partners/Company formations
	1. Partners/Company formations
	2. IP/Trade secrets 
	2. IP/Trade secrets 
	2. IP - Copyrights 
	2. IP - TM and ®
	2. IP – Trademark problems
	4. IP - Patents
	4. IP/Patents
	5. IP/Customer info and PII
	Pivot  v. Крутой поворот
	6. IP – monetizing
	Русская халява и самоделкины
	THE ESSENCE OF M&A: BEFORE v. AFTER
	Contact information

